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UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Inre Utra-Fl ex Mulding, Inc.

Serial No. 75/699, 004

Marni e Wi ght Barnhorst of The Trademark G oup for Utra-
Fl ex Moul di ng, I nc.

Tonja M Gaskins, Trademark Examining Attorney, Law Ofice
112 (Janice O Lear, Managi ng Attorney).

Bef ore Hanak, Quinn and Bucher, Adm nistrative Tradenark
Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

U tra-Fl ex Mulding, Inc. seeks registration on the
Princi pal Register of the mark ULTRA- FLEX MOULDI NG as
applied to “construction materials, nanely non-neta

mol ding” in International Cass 19.!

1 Application Serial No. 75/699,004 was filed on May 6, 1999,
based upon applicant’s allegation of use in conmerce since at

| east as early as 1989. The word “Mul ding” is disclained apart
fromthe mark as shown.

W take judicial notice (here and in |later instances in
this decision) of a dictionary listing [University of Notre Dane
du Lac v. J. C. Gournet Food Inports Co., Inc., 213 USPQ 594
(TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. G r. 1983)]
confirmng that “nolding” (taken fromthe identification of
goods) and “Mul ding” (taken fromthe mark) are both acceptable
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The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Trademark Act, 15
U S C. 81052(d), on the ground that applicant’s mark, when
applied to applicant’s goods, so resenbles two previously
regi stered marks that are owned by two different entities:
ULTRA- FLEX for “nmetal edge nol ding for suspension ceilings”
in International Cass 62 and ULTRAFLEX for “non-netal,
prefinished drywall trinf in International Cass 19,% as to
be likely to cause confusion, to cause mstake or to
decei ve.

When the refusals were nmade final, applicant appeal ed.
Applicant and the Trademark Exam ning Attorney have fully
briefed the case. Applicant did not request an ora
heari ng.

W affirmthe refusals to register.

Appl i cant argues, in urging that the refusals be
reversed, that the cited mark is so weak in this field that
smal | distinctions |ike applicant’s hyphen (absent in the

318 registration) and the addition of the word “Mul di ng”

spellings for the sane word: “nolding or noulding: ...3b: a
decorative plane or curved strip (as of wood or netal) used for
ornanentation or finishing ...<baseboard nol di ng> <edge nvol di ngs
are designed to neet typical building conditions — Sweet’s
Catal og Service> ...” Wbster’s Third New International D ctionary
of the English Language, Unabridged (1993).

2 Regi stration No. 1,863,049, issued on Novenber 15, 1994,
Section 8 affidavit accepted, Section 15 affidavit acknow edged.
3 Regi stration No. 2,222,318, issued on February 9, 1999.
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to the end of applicant’s mark are significant; that the
purchasers of the involved goods are all sophisticated; and
that there is no evidence in the record that these goods
originate fromthe sane source.

The Exam ning Attorney maintains that the word
“Moul ding” is not significant enough to create a different
commercial inpression fromthe cited marks; that the
vari ous goods are all construction materials in the nature
of “trinm’; that the goods are offered in connection with
each other through the sane channels of trade; that there
is no actual showing in the file as to the sophistication
of the purchasers, as argued by applicant; that third-party
regi strations showi ng a nunber of ULTRA and ULTRAFLEX
mar ks are accorded little probative weight in this context;
that applicant’s allegation of an absence of actual

confusion is not persuasive of a contrary result in this

ex parte context; and finally, that the Ofice nust resol ve
any doubt as to likelihood of confusion against applicant.

In the course of rendering this decision, we have

foll owed the guidance of In re E. I. du Pont de Nenours &

Co., 476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973).
The du Pont case sets forth the factors that should be
considered, if relevant, in determning |ikelihood of

conf usi on.
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Rel at edness of the goods:

We turn first to the du Pont factor focusing on the
rel at edness of the goods as described in the application
and cited registrations. One of the cited registrations
identifies the goods as “netal edge nolding for suspension
ceilings,” while the second identifies the goods as “non-
metal, prefinished drywall trim” Applicant’s goods are
identified as “construction nmaterials, nanely non-netal
nmol di ng.”

The first cited registration involves goods identified
as “nmetal edge nolding for suspension ceilings.” Despite
t he obvious fact that both goods involve “nolding,”
applicant argues that this registrant’s product is “used to
structurally secure suspension ceilings,” and hence, “it
has a different use and woul d not be confused with
applicant’s decorative, non-netal noldings.”

We agree with applicant that registrant’s netal
mol ding is structural in nature, and would be used to hold
up ceilings nmade of drywall and/or acoustical tiles. This
met al edge nol ding for suspension ceilings mght well
include all the suspended netal framing out into the very

center of the room but as identified, would certainly
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i nclude the roomperinmeter trim— out on the edges of the
ceiling, where the ceiling neets the walls.

As to applicant’s decorative nolding, it would
certainly have to be read to include crown noldi ng designed
to cover any gap between the wall and the ceiling.
Decorative crown nol ding would, by definition, not be used
for structural purposes, and is rarely seen with suspended
ceilings holding acoustical tiles. However, there is
nothing in this record that woul d support the concl usion
t hat decorative nolding could not be conbined with a
suspended ceiling finished with drywall materials.

After all, it is sufficient that the goods are rel ated
in sone manner and/or that the circunstances surroundi ng
their marketing are such that they would be likely to be
encountered by the sane persons under situations that would
give rise, because of the marks enpl oyed in connection
therewith, to the mstaken belief that they originate from
or are in sone way associ ated with the same producer or

provider. See Mnsanto Co. v. Enviro-Chem Corp., 199 USPQ

590, 595-96 (TTAB 1978) and In re International Tel ephone &

Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978). Hence,

fromthe perspective of those involved in the buil ding

trades, these two types of noldings may well be used in the
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sane room and woul d be found on the same construction site
or |large renodeling job.

The second cited registration involves goods
identified as “non-netal, prefinished drywall trint.”
Appl i cant argues as foll ows:

...[ T he Exam ning Attorney provides no evidence
that Applicant’s “non-netal noul ding” could

i nclude “prefinished drywall trim” The Exam ni ng
Attorney seens to be basing her position in part
on the erroneously (sic) view that “noul di ng” and
“trinf are used interchangeably in the
construction industry. This is not the case.
Trimand nolding are two different types of
constructions (sic) material and the Exam ning
Attorney’ s records fromthe X-Search Trademark
Dat abase support this fact in that these records
list “nolding” and “trinf separately ...
Furthernore, nothing in these records shows that
Applicant’s goods (noldings) and Registrant’s
goods (prefinished drywall trinm) are likely to be
mar ket ed under the same trademark and within the
same channel s of trade.

(Applicant’s appeal brief, p. 6).
The Trademark Exam ning Attorney has introduced into

the record third-party registrations where nolding and trim

4 Trim ..2b: nmaterial used as adornnent, ornanent, or
trimming or fully or partly ornanmental fixtures, (1) TRIMM NG (2)
the lighter woodwork or nmetal in the finish of a building (as a
nol ded architrave around an opening to protect the plastering);
al so: an ornanental or protective framng (as of wood, netal or
stone) around an opening or at a corner or eave ...<serve as
architectural trimand have no structural value at all ...GE.
Serehan> ...\Wbster’s Third New International Dictionary of the
Engl i sh Language, Unabridged (1993).

Trim ...24. Building Trades. finished woodwork or the
i ke used to decorate or border openings or wall surfaces, as
corni ces, baseboard or noldings ... The Random House Dictionary of

the English Language, Unabridged, 2™ Edition (1987).

-6 -
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are included in the sanme listing of goods, and often in a
conmpound manner. As seen in the dictionary definitions of
“nol di ng/ moul di ng” and “trim” there are clearly
simlarities in the entries: (1) ornanental; (2)
finishing; (3) conposed of a nunber of different materials,
i ncl udi ng wood, netal, etc.; and (4) especially at

corni ces, baseboards, edges, corners, walls, frames around
doors and wi ndows, etc. Wile the range of adornnents
included in the anbit of building “trinf is broader than
the nore limted goods included in “nolding,” the
definition of trimincludes substantially all interior,
decorati ve nol di ng.

Applicant’s earlier argunents as to howits goods do
not share the structural nature of the goods in the first
cited registration (*049) appear to hurt its argunent
herein related to the goods of the second registration.
That is, to the extent building or architectural “trinm has
no structural value, registrant’s non-netal trim(of the
318 registration) would appear to be very simlar to
applicant’s non-netal decorative nolding. On their faces,
the identifications of goods would both include, for
exanpl e, nolding or trimnmade of wood or vinyl. Moreover,
the Internet evidence placed into the record by applicant

shows that both applicant’s and this registrant’s
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construction trimproducts actually share the same nateri al
conposition (vinyl) and general function (nore easily and
securely finishing radial and other chall engi ng spaces).

Regi strant’s drywall finishing materials forned of
hi gh i npact plastic for the corners of walls and ceilings
are reviewed (in the Internet hits submtted by applicant)
as foll ows:

SBS stores statew de are now carrying the No-Coat™

Utra Flex, which is a highly resilient plastic

copolyner that is sandw ched between superi or

grade paper stock and joint tape paper that is hot

gl ued and fed through an extrusion die.

http://ww. sbsal aska. coni Support/sunmer. htnl and
htt p://ww. no-coat. com products/ultrafl ex/index. htm

Joint trins;:

Al um num Shapes, Reveals and Trinms by Cordon,
Fry and Pittcon
Fl ex-Bead, Strait Flex Corner Tape
Trims for Of Angles, Radius Walls and Arches
No Coat Utra Flex and Utra Flex Lite

http [/ gypsunproducts. com joint.htm

[ Regi strant appears to be linked to SPECSI MPLE. com
t hrough their manufacturer |ocator directory]

http://ww. specsi npl e. conf manl ocat or/ al phabet/ uu. h
t m

Applicant’s goods are referenced as foll ows:

Produci ng the perfect curve has just gotten easier
with Utra-Flex’s all new Utimate Flex syntactic
pol yrmer noul di ng.
http://ww. ul trafl exnmoul di ng. com

HOW TO USE ULTRA- FLEX MOULDI NG

ULTRA- FLEX MOULDI NG i s designed to take the pain
out of those | abor intense curved surfaces and
costly radius top openings.

- 8 -
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http://ww. ul trafl exnoul di ng. coml use. ht m

Utra-Flex Mulding: Do you have a radius wall
where you want to install crown noulding? ... This
new material duplicates all the features of wood
plus a degree of flexibility to accommpdate the
nost demandi ng needs of the installer. Check out
t heir Catal og.
http://ww. conpoundm ter.com |inks. htm

Utra-Flex Moulding -- Utra-Flex Mul ding has
devel oped a syntactic polymer formulation that is
superior to anything on the market. .
http://ww. m kesart.com | i nksengi ne/ Hone | npr ovene
nt/ Mat eri al s/ i ndex. php?l D=3 and
http://ww. m kesart. net/

linked to http://ww. ultrafl exnoul di ng. com

Accordingly, both applicant’s and this registrant’s
goods include interior trinmmng and finishing materials
made of plastic (or vinyl PVC), particularly designed for
difficult joints, curved surfaces and radius top openings.
It seens clear fromthe Internet hits, the third-party
registrations and the totality of the evidence in the file
that registrant’s goods fit the category of “noul ding
drywal | accessories,” that wall boards may be used wth
ceiling (or crown) and baseboard nol ding (consistent with
applicant’s identification of goods), and that as a result,
drywal | construction and repair are closely related
activities to that of applying finishing nolding.

Hence, we find that applicant’s decorative nolding is
clearly related to the nolding for suspension ceilings and

the drywall trimof the cited registrations.

- 9 -
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Channel s of trade:

As to the du Pont factor directed to the channels of
trade for these respective goods, absent any restrictions
in any of the identifications of goods involved herein, it
is clear that prospective consuners include contractors,
renodel ers, do-it-yourselfers, professional drywall
finishers and suspended ceiling hangers. W assune al
t hese products woul d be avail abl e at hone i nprovenent
centers, larger |unber and construction supply houses,

t hrough online purchases, and via professional contractors

and renodel ers.

Sophi sti cati on of purchasers:

There is no evidence in the file as to the
sophi stication of any of these groups of potenti al
consuners. Hence, because the popul ation of potenti al
pur chasers includes the do-it-yourselfers, we have to
assune an ordinary |evel of care by consunmers in making

t hese purchasi ng deci si ons.

Simlarities of the marks:

We turn nowto the simlarities or dissimlarities of
the marks in their entireties, as to appearance, sound and

connot ati on.
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Applicant argues that:

..its mark is distinguishable fromboth of the
regi stered marks. The addition of the word
“MOULDI NG’ di stinguishes it fromboth of the cited
mar ks and the addition of a hyphen further

di stinguishes it fromthe second |isted mark
above....”

However, as the Trademark Exam ning Attorney has
correctly observed, applicant has disclainmed the generic
term “Mulding.” While the Trademark Exam ning Attorney
cannot ignore the word “Moul di ng” when conparing the marks
in their entireties, disclainmed generic matter is |ess

significant than other conponents of conposite trademarks.

Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ

693 (CCPA 1976).

Wi | e concedi ng that the ULTRA- FLEX portion of
applicant’s mark is identical to the ULTRA- FLEX mark of the
‘049 registration and nearly identical to the ULTRAFLEX
mark of the 318 registration, applicant argues that the
addition of the word MOULDING to the end of its mark
creates a noteworthy distinction herein. W disagree.

We acknowl edge that applicant’s three-word mark | ooks
and sounds a bit different fromeach of the two cited two-
word marks. On the other hand, although applicant has
chosen to nmake the word “Moul ding” a part of its mark, this

word in the context of this conposite mark cannot provide
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t he degree of distinctiveness that applicant contends.

Mor eover, in actual practice, these conponents wll

i nevitably be separated, as seen in a sentence from
applicant’s own webpages: “Producing the perfect curve has
just gotten easier with Utra-Flex's all new ...nmoul ding.”
Moul ding is the generic nanme of the goods, and in the

mar ket pl ace, the shortened formof its trade nane, “Utra-
Flex,” will get separated fromthe word “noul di ng.”

As to the connotation of these marks, the prefix
“Utra” suggests sonething that surpasses the custonary
norms.®> “Flex” is readily understood as a shortened form
suggesting “flexible.” Not surprisingly, applicant, like
the cited registrants, touts the “degree of flexibility” or
resiliency that characterize these three types of

construction trim Hence, the connotation of all these

5 ultra adj. 1. going beyond what is usual or ordinary;
excessive; extrene ...

ultra-, a prefix occurring originally in | oanwords from
Latin, with the basic neaning "on the far aide of, beyond." In
relation to the base to which it is prefixed, ultra- has the
senses "l ocated beyond, on the far aide of" (ultranontane;
ultraviolet), “carrying to the furthest degree possible, on the
fringe or” (ultraleft; ultranodern}, “extrenely” (ultralight};
nouns to which it is added denote, in general, objects,
properties, phenonena, etc., that surpass customary norms, or
i nstrunments designed to produce or deal with such things
(ultram croscope; ultrasound; ultrastructure)...

The Random House Dictionary of the English Language,

Unabri dged, 2" Edition (1987).
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mar ks, as applied to the respective goods on which they are
used, is identical.

Havi ng found the marks substantially the sane as to
meani ng, sound and appearance, we concl ude that these marks
all create significantly simlar overall comerci al

i mpr essi ons.

Third party use and registration of ULTRAFLEX narks

The nost conpelling argunment nade by applicant rel ates
to the du Pont factor focusing on the nunber and nature of
simlar marks in use on simlar goods. |In this regard,
appl i cant has shown fromthe federal trademark register
that ULTRA serves as a prefix to hundreds of registered
marks, that there are nore than a dozen variations on the
ULTRAFLEX mark “in the construction and building industry,”
and that searches of the Internet denonstrate frequent
usage of ULTRAFLEX as a trademark for a plethora of goods
and as a trade nane for a variety of businesses.

Consi stent with the observation that applicant’s TESS
search reveal ed nore than three-hundred active marks
contai ning sonme variation on ULTRA in nerely three
international classes of building materials and fabrics
(I'nternational Casses 6, 19 and 24) selected by applicant,

it seens unlikely consuners accord much di stingui shing
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power to the word ULTRA al one. Hence, we | ook to the
exanpl es of a dozen marks for variations on ULTRAFLEX on
what applicant has characterized as being “in the
construction and building industry.”

The marks shown in sone of these third-party ULTRAFLEX
regi strations woul d appear to be in use as they conport
exactly with sone of the hits applicant pulled fromthe
I nternet. However, whether one |ooks to the
identifications of goods fromthese registrations and/or
| earns what one can froma cursory review of the rel evant
Internet hit summaries, we find that applicant’s goods are
closely related to the goods of the cited registrations,
while being nore distantly related to specialized itens
I i ke phosphor bronze netal strips, supply hoses for hand-
hel d shower heads, fire-protective fabrics, exterior
flashing, ceramc nortar, autonotive fuel hoses, wood
veneer, fiberglass fabrics, rubber hoses, environnental
lining materials, vehicle body seal ants, etc.

In short, we agree with applicant’s general
observation that a nunber of different manufacturers and
mer chants who have adopted and are using ULTRAFLEX mar ks
appear to be coexisting in the marketplace. This du Pont
factor appears to favor applicant, and it is inportant that

we narrow appropriately the scope of protection accorded to
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the cited registrations. However, we find that where the
goods are as closely related as applicant’s goods are to
those of the two cited registrations, the existence of
these third-party registrations listing quite different
goods is not sufficient to overcone a conclusion of a

i keli hood of confusion herein based upon our weighing of

the other relevant du Pont factors.

Absence of Actual Confusion

Finally, applicant has submtted an affidavit of Keith
Beasl ey, its operations manager for the past five years,
who decl ares that he knows of no instances of actua
confusion with the cited nmarks. He would appear to be
soneone directly associated wth applicant who has
firsthand know edge of whether there have been any
incidents of actual confusion as a result of the
cont enpor aneous use of the nmarks at issue. On yet the
ot her hand, there is no evidence of record as to the nature
and extent of the use of the respective marks. Moreover,
as the Trademark Exami ning Attorney points out in her
brief, it is unnecessary to show actual confusion inasmnuch
as the test under Section 2(d) of the Trademark Act is

whet her there is a |ikelihood of confusion. See Wi ss
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Associates Inc. v. HRL Associates Inc., 902 F.2d 1546, 14

USPQ2d 1840, 1842-43 (Fed. Cir. 1990).

In any event, while the absence of any instances of
actual confusion over a significant period of tinme is a
du Pont factor which is indicative of no |ikelihood of
confusion, it is |less nmeaningful herein where the
evidentiary record is silent as to whether there has been
appreci abl e and continuous use by applicant of its mark in
the sane markets as those served by registrants under their

respective marks. See Gllette Canada Inc. v. Ranir Corp.

23 USPQ2d 1768, 1774 (TTAB 1992). |In particular, there
nmust be evidence showi ng that there has been an opportunity

for incidents of actual confusion to occur. See Cunni ngham

v. Laser Golf Corp., 222 F.3d 943, 55 USPQ2d 1842, 1847

(Fed. GCir. 2000). Here, there is sinply no evidence in the
record (i.e., information concerning details of the nature
and extent of the sales and marketing activities of
applicant and registrants under their respective nmarks)
fromwhich it could be concluded that the asserted absence
of any incidents of actual confusion is indeed a mtigating

factor. Conpare In re CGeneral Mtors Corp., 23 USPQd

1465, 1470-71 (TTAB 1992).
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Resol vi ng any doubt agai nst appli cant

We find that when purchasers of ULTRA- FLEX MOULDI NG
non- netal nol di ng encounter the marks ULTRA- FLEX f or
nol di ng for suspension ceilings or ULTRAFLEX for drywal
trim they would likely believe that applicant’s goods
originated wth or were associated with or sponsored by one
of the registrants. Hence, our analysis of all the
rel evant du Pont factors |eads us to conclude that there is
a likelihood of confusion herein. To the extent that this
conclusion is not free fromdoubt, in this proceeding, we
must resol ve any doubt in favor of the registrants and

agai nst applicant. In re Hyper Shoppes (Chio) Inc., 837

F.2d 463, 6 USPQ2d 1025 (Fed. Gir. 1988), and In r

Martin's Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223

USPQ 1289 (Fed. Cir. 1984).

Decision: The refusal to register applicant’s mark

under Section 2(d) of the Act is hereby affirned.



